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REPLY UNDER 37 C.F.R. 1.116 



Sir: 



April 25,2003 



In reply to the Einal Office .Action mailed December 26. 2002. the due date having been 
extended one (1) month to April 26. 2003. the following amendments and remarks are 
respectfully submitted in connection with the above-identified application. 

REMARKS 
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PRIOR ART RKJECTIOX 

The Examiner has rejected claims 1-4 and 9-22 under 35 U.S.C. § 103 as being 
unpatentable over Matthews et al. (the Matthews '063 patent) in view of Mochiduki et al. (the 
Mochiduki *973 patent). This rejection is respectfully traversed. 

Based on the Examiner's final rejection, the Examiner essentially agrees with Applicants, 
admitting that the prior art Matthews k 063 patent fails to teach or suggest at least the limitation of 
claim 1 "wherein at least one of the constricted portions is formed in an area of the sealing 
portion where the metal foil is disposed. 1 ' Similarly, with regard to claim 14, the Examiner 
admits that the Matthews '063 patent fails to teach or suggest at least "wherein at least one of the 
constricted portions is formed in an area between an end of the electrode and an end of the 
external lead of at least one of the sealing portions 11 . In an attempt to make up for each of these 
deficiencies, the Examiner attempts to combine the teachings of the Matthews k 063 patent with 
those of the Mochiduki k 973 patent, and specifically with alleged constricted portions adjacent 
element 16A and 16B of Fig. 5 of the Mochiduki 4 973 patent. Applicants respectfully submit 
that the Examiner has not provided sufficient teaching, suggestion, or motivation to combine the 
teachings of the Mochiduki '973 patent with those of the Matthews '063 patent, even assuming 
arguendo that the teachings of the Mochiduki '973 patent would, even if comhinahle, make up 
lor the aforementioned admitted deficiencies of the Matthews '063 patent . 

LACK OF MOTIVATION 



based upon a combination ol elements disclosed in the prior art. there must be some motivation. 
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suggestion or teaching of the desirability of making the specific combination that was made by 
the Applicants. The motivation, suggestion, or teaching may come explicitly from the statements 
in the prior art, the knowledge of one of ordinary skill in the art, or in some cases, the nature of 
the problem to be solved. See /// re Dembiczak, 50 USPQ2d 1614 (Fed. Cir. 1999) and In re 
Kotzab, 55 USPQ 1313 (Fed. Cir. 2000). In order to establish a prima facia case of obviousness 
under 35 U.S.C. § 103, the Examiner must provide particular findings as to why the two pieces 
of prior art are combinable. Broad conclusory statements standing alone are not ''evidence". 
See, In re Dembiczak, 50 USPQ2d at 1617. 

Matthews Provides No Motivation 
As admitted by the Examiner, the Matthews '063 patent clearly fails to teach or suggest 
constricted portions formed in an area of the sealing portion where the "metal foil is disposed" as 
set forth in claim 1 and between an end of an electrode and the end of a lead as set forth in claim 
14. In the Matthews ^063 patent, the particular configuration envelope includes a first envelope 
portion surrounding the foil member 30, as shown in Fig. 1 and as discussed in col. 2, lines 17- 
21 . In col. 3, lines 29-41, it further teaches how a portion of the lamp 16 or 18, surrounding the 
foil member, is heated until the quart/ is softened and then the softened quartz is caused to 
collapse about the I'oil member. The claims of the Matthew s '063 patent, including element D of 
claim 1, further emphasize "a first envelope portion surrounding said foil member". 
Accordingly, it is clear from the Matthews '063 patent that the bulb is processed so as to 
surround the foil member and not to pro\ide at least one constricted portion ... where the v Toil 
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Matthews '063 patent for providing such a constricted portion in an area to where the metal foil 
is disposed. 

No Motivation In Mochiduki 

The Mochiduki '973 patent is directed to an electric discharge lamp apparatus, wherein a 
predetermined gap S2 is provided between an insulating sleeve 38 and a lead support as shown in 
Fig. 5 of the device. This gap, and a bend in element 36A as shown in Fig. 5, are clearly stressed 
as the inventive aspects of the Mochiduki '973 patent (see col. 7, lines 57-65 for example, as 
well as col. 10, lines 18-24). Further, claim 1 of the Mochiduki '973 patent includes the 
limitation of the metal lead support including a bent portion . 

Regarding Fig. 5 of the Mochiduki k 973 patent, Fig. 5 of the application arguably shows a 
varied portion of the lamp around foil members 16A and 16B. However, there is no explanation 
as to how or why these varied portions exist, let alone what function they serve . In fact, the 
portions are not even labeled nor are they ever mentioned as "constricted portions". In Fig. 1, 2 
and 7, and thus in each of the figures of the application except for Fig. 5, such an alleged 
"constricted portion" is not even shown. 

Applicants respectfully submit that as the alleged "constricted portion" of the Mochiduki 
"973 patent allegedly shown in Fig. 5 is not e\en explained or acknowledged, then the 
Mochiduki '973 patent clearly cannot provide any motivation for applying this alleged teaching 
to the device of the Matthew s fc 063 patent . There is no teaching, suggestion, or motivation that 
could be gleaned by one of ordinary skill in the art from the Mochiduki '973 patent which would 
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or to include at least one constricted portion in an area between an end of the electrode and an 
end of the external lead as claimed in claim 14. 

Use Of Applicants 1 Invention In Hindsight 

Applicants respectfully submit that the Examiner has merely utilized Applicants' 
invention, in hindsight, to combine the teachings of the two references. Absent Applicants' 
invention, there is clearly no proper teaching, suggestion or motivation which would lead one of 
ordinary ski!! in the art to combine the alleged constricted portions of the Mochiduki "973 patent 
(even assuming arguendo that they actually exist, which Applicants do not admit), with the 
teachings of the Matthews '063 patent. 

In the background of the present application, Applicants state, on page 4 for example, 
that the inventors of the present application found that the lifetime of the conventional lamp was 
shortened by the fact that certain gaps existed in the lamp which caused an internal stress 
between a foil 124 and a glass portion 122 as shown in Figs. 9A and 9B of the application. 
Further, on page 8 of the present application, Applicants state that they discovered that by 
including at least one constricted portion in an area of the metal foil for example, internal stress 
from the metal foil in the constricted portion could be relatively larger than that in other portions. 
As such, the metal foil could be deformed (thermally expanded) selectively in the constricted 
portion and as a result, the metal foil and the constricted portion could stop the gas from 
proceeding in the scaling portion. Thus, the sealing structure (and the lamp) could be maintained 
for a long time {sec page 8. lines 7-20 for example). 

u Inch tuts been utilized h\ the Fxammer. in hindsight, to combine the teachings of the prior art. 
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Conclusorv Statements Arc Not Evidence Of Motivation 
When patentability turns on the question of obviousness, the search for an analysis of the 
prior art includes evidence relevant to the finding of whether there is a teaching, motivation, or 
suggestion to select and combine the references relied on as evidence of obviousness. See In re 
Sang-Su Lee, 211 F.3d 1338, 1343 (Fed. Cir. 2002), citing. McGinley v. Franklin Sports, Inc., 
262 F.3d 1339, 60 USPQ2d 1001, 1008 (Fed. Cir. 2001). The factual inquiry of whether to 
combine reference* must be thorough when searching and it must be based on suggestive 
evidence of record. The Examiner's conclusory statements do not adequately address the issue 
of motivation to combine. See hi re Sang-Su Lee, at 1443. When reviewing the patents and 
other objective evidence of record, it is clear that nothing in the record provides any teaching or 
suggestion or motivation to combine the teachings of the two patents , even assuming arguendo 
that the teaching of the constricted portion in the area of metal foil or in an area between an end 
of the electrode and an end of the external lead of at least one of the sealing portions, is even 
present in the Mochiduki k 973 patent (which Applicants do not admit). 

Applicants respectfully submit that the Examiner has merely set forth conclusory 
statements as alleged motivation for combining teaching of the references. The Examiner alleges 
that H would have been obvious to one of ordinary skill in the art to have formed the constricted 
portions as taught by the Mochiduki '973 patent in a luminance bulb as taught in the Matthews 
l ()63 patent "for the purpose of tightly sealing the sealing portion in the vicinity of the metal foil 
thereby ensuring good contact therein". The Examiner has not provided anv source for this 



Wmc o 



Application No. 09/824,481 
Docket No. 5077-000028/US 

to independent claim 14, and this alleged motivation is similarly merely conclusory in nature and 
thus is nol proper. 

No Prima Facia Case Of Obviousness 
Accordingly, Applicants respectfully submit that the Examiner has not established a 
proper prima facia case of obviousness because the Examiner has not provided proper 
motivation for combining the references. Accordingly, withdrawal of the rejection and 
allowance of each of the claims in connection with the present application is earnestly solicited. 



TEACHING AWAY 

Further, Applicants respectfully submit that since the Matthews '063 patent emphasizes, 
throughout the patent, that the foil member should be surrounded, the application of constricted 
portions around an area of the foil member as alleged by the Examiner would be actually a 
teaching away from the combination of references. In other words, not only does the Matthews 
'063 patent not provide any teaching, suggestion or motivation for including any constricted 
portions in the area of the foil member, but the inclusion of any such constricted portions would 
actually destroy the teachings of the Matthews k 063 patent and thus would teach away from the 
alleged combination of the Matthews '063 patent and the Mochiduki '973 patent. Such a 
teaching away is an even further extension of the lack of motivation argument which even 
further suggests that the Examiner has failed to establish a probable prima facia case of 
obviousness. 



reasons pre\ iousl\ presented regarding then" corresponding independent claims. Kirther 
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additional dependent claims even further emphasize various points made by the Examiner. For 
example, with regard to the limitations of claims 2 and 18, stating that at least one constricted 
portion is provided in a portion relatively nearer to the luminous bulb side, rather than the center 
of the sealing portion, such a teaching or suggestion is not taught or suggested by any of the 
references of record, even assuming arguendo that they could be combined. For example, since 
the Mochiduki k 973 patent did not even discuss why its "alleged" constricted portions are even 
included, it cannot provide any teaching or suggestion for providing a constricted portion in a 
certain position or portion of the sealing portion. Similarly, the Matthews '063 patent provides 
no such motivation. Accordingly, many of the dependent claims even further emphasize that the 
Examiner has not provided proper motivation for combining the references, and has merely 
utilized Applicants' motivation in hindsight. 

Still further, the claims such as claim 3 require a plurality of constricted portions. This is 
not taught or suggested by either the Matthews '063 patent of the Mochiduki '973 patent, even 
assuming arguendo that they could be combined. 



ENTRY OF AFTER FINAL AMENDMENT IS PROPER 

As the claims of the present application have not been amended, the present Reply Under 
C.F.R. 1.116 does not raise any new issues which will require further consideration and/or 
search. Accordingly, entry of this Reply Under C.F.R. 1 . 1 16 is deemed to be proper. 
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CONCLUSION 



Accordingly, in view of the above amendments and remarks, reconsideration of all 
outstanding objections and rejections and allowance of each of claims 1-4 and 9-22 in connection 
with the present application is earnestly solicited. 

Pursuant to 37 C.F.R. 1.17 and 1.136(a), Applicant(s) hereby petition(s) for a one (1) 
month extension of time for filing a reply to the outstanding Office Action and submit the 
required $1 10.00 extension fee herewith 

Should there be any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact Donald J. Daley, Reg. No. 34,313 
at the telephone number of the undersigned below. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to Deposit Account No. 08-0750 for any 
additional fees required under 37 C.F.R. § 1 . 16 or under 37 C.F.R. § 1.17; particularly, extension 
of time fees. 

Respectfully submitted, 

HARNESS, DICKEY, & PIERCE, P.E.C. 



Bv 



Donald J. Daley, Reg. No. 34,3 13 

P.O. Box 8910 
Reston, Virginia 20195 
f^ni 66 K- soon 



